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INTER-GOVERID£ENTAL CONFERENCE
FOR THE SETTING UP OF A EUROPE!J~

SYSTEM FOR THE GRM~T OF PATENTS

- Secretariat -

Er1.1SSels930 September 1971
B?/GT 1/119/71

r.IEMORA.11Dum

on the discussions heJd by Working PartX-l
(J.Juxembourg- 14 to 17 September 1971)

on the ~rovisions to be re-examined
at the Workipg Party's 9th 1-:1e8ting

1. At its 8th meeting, which was held in LVAembourg from
14 to 17 September 1971, with Dr HAERTEL, President of the
Gernan Patent Office, in the Chairs and which. was attended- .by government legal experts, Working Party. I decided to.
resume its examination of certain of the provisions of the
Prelimina.ry Draft Convention and the Preliminary Draft 0 f
the Implementing Regulations, at its next meeting, which is
scheduled to t?keplace in Luxembourg from 12 to 22 October
1971 •

The following provisions are involved :

(i) Articles 15 and 16 of the Convention and Re. Article 16,
Nos. 1 to 4, of the Imple~enting Regulations (Part I) ;

(ii) Re. Article 63, No.1, of the Implementing Regulations
(Part II) ;
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(iii) Article 136 of the Convention and He. Article 136,
Nos. 1 and 3 to 7, of the Implementing Regulations
(Part III) ;

{iv) Re. Article 145, No.7, of the Implementing Regulation
(Part IV).

2. As an aid to preparing the work, this memorandum, whic:
is intended for the delegations to Working Party I, gives a
summary of the discussions held during the examination of
these provisions (1).

I

Article 15 (Right to the grant of a European patent)
Article 16 (Patent applications by persons not entitled toapply)
Re. Article 16, Nos. 1 to 4

3. The Working Party received proposals for these provisic
from the followingdelegations:

German delegation (BR/GT 1/114/71, pp. 1 to 4) _
French delegation (BR/GT 1/115/71, Annex I, pp. 1 to 7

and lmnex II, p. 1)
Netherlands delegation

(Working doculent No.3, dated
15.9.71 )

Swedish delegation
(BR/GT 1/110/71)

United Kingdom delegation
(BR/GT 1/112/71, pp. 1 and 2) •

... / ....
(1) The minutes of the 8th meeting of Working Party I, for the

attention of the delegations to the Conference, .will form
BR/132/71. The minutes will not detail the discussions ofthe Articles dealt with in this memorandum.
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T~e Working Party did not ~ali:ea de tailed study of the

various proposals submitted, but restricted the scope of its
discussions to certain matters of principle. The following
ffiatterswere discussed:

(A) Rules to be laid dovm in the Convention on the right to
the grant of a European patent (Article 15)

(B) Extent of the rights to be accorJed to a person acknowledged
as entitled to the grant of a European patent:

(a) during proceedings for grant (Article 16)
(b) during opposition proceedings (Article 101a)
(c) where appropriate, .in respect of revocation actions

against a granted patent (Article 133) '.'

(A) RULES TO BE LAID DOWN IN THE CONVENTION ON THE RIGHT TO
Th~ Gnk~T OF AE1~OPEf~~ PATfuT1 (Article 15)

.. .~)

The Working Party first studied the question of whether
rules should be laid down in the Convention to establish who
is entitled to"the grant of a European patent, .and on the
effects of these rules on proceedings for grant before the
European Patent Office ..

Four theoretically possible solutions were analysed:

(a) 'First solution
The first solution would be the deletion of Article 15,

paragraph 1, the definition of the right to the grant of a
European patent "being left entirely to national laws. Only
the applicant would be considered entitled to the grant of a
patent in proceedings for grant before the European Patent
Office. Anyone wishing to claim ownership of the invention
could take the appropriate steps before the national courts,
but the 'establishment of his right could not have effect until
after the grant of the patent.

BR/GT 1/119 e/71 ley/Kl'n/pmg ...';...
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7. The Working Party considered that it could hardly ad-

vocate this solution, particularly in view of the following
two objections:

(i) anyone whose right to the patent was established by
a national judge would have to wait until the end
of the proceedings for gr?~t in order to exercise
this right,

(ii) he would have to institute as many actions before
the national courts as there were States designated
in the granted patent.

(b) Second solution

8.A seco~d solution might be to invest the Europee~ Patent
Office with the central authority to decide who is entitled
to the patent.

9. Since it is impossible to standardise the laws on
ownership of invention~ for all the European States which
may become Contracting Parties to the Convention, rules
would have to be laid down in Article 15 of the Convention
to determine which national laws would be applicable in -
each case. The European Patent Office wov~d then have the
task of applying twenty or so different national laws
according to each individual case; this would be
practically impossible if it is desired to retain the nature
and structure hitherto envisaged for the European Patent
Office.

Apart from this practical objection some delegations
maoe the o-bjection of principle to the idea that dd!.sputes
traditionally falling within the sphere of property law
sbould be 'dealt with by authorities other than national
civil courts.

For these reasons the Working Party considered that
the second solution should not be adopted. J
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(c) Third solution
10. The third solution was to the effect that if a person

can invoke,before the European Patent Office, a national
final decision, acknowledging his entitlement to a European'
patent, such person would be called upon to replace the"
initial applicant in the grant proceedings before the Euro-
pean Patent Office, with effect for all the c01h~tries des-
ignated in the application.

This solution would leave open the possibility, for
all interested parties, of claiming the right to a European
patent, af~er it has been granted, before the competent
national courts in the States designated, other than the
State where the final judgement has,been rendered or other
States where this judgement is recognised.

A number of delegations expresse'd their interest in
this solution.

11. It was observed, in the first instance, that this
solution would not entail untoward interference in national
rights. At the stage of patent grant proceedings before
the Office, such a judgement given by a court in a Con-
tracting State would have only a limited 'effect vis-a.-vis. ' '

all the"States designated in the application. Thus there
woul~ be no "qu~stion of providing for a contractual system
for the automatic recognition or such judgements between
the Contracting States to the Convention.

Nevertheless, it appeared that, for this solution to
be adopted, it would be necessary to go as far as possible
towards laying down rules in the Convention to determine
who actually is entitled'to the invention; and at all" events
towards laying down very specific rules in the Convention
to determine the law applicable aJ;l.dthe competent court.

BR/GT 1/119 e/71 son/E}l/ph ... / ...
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12. As to the criteria which might be envisaged to de-
termine the country whose courts would be competent in
each case, one delegation suggested the following:

(i) if the parties in dispute reside in the same State,
the courts of that State ;.

(ii) if the dispute concerns an employment contract, the
courts of the State whose legislation is applicable
to the contract under the terms of Article 15 ;

(iii) if the dispute concerns misappropriation the courts
of the State where the misappropriation is alleged to
have tGRen place ;

(iv) if the dispute concerns a transfer, contractual or
otherwise, of the right to obtain a patent, the
courts of the State whose legislation is applicable I
to the transfer

(v) in all other cases, the courts of the State where the
European Patents Office is located.

13. The Working Party's attention was most. particularly
drffi~ to the case - most frequent in practice _ of a
dispute over the right to a patent, .as between C1..l."J. employer: and
employee. A detailed suggestion to meet this eventuality
was expressly made in the French delegation's proposal.
The German and Netherlands delegations advocated the intro-
duction of a provision whereby the legislation of the
State in which the employee carries on his m~in acti~ity
wouid apply.

•.•..
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The same criterion of the employee9s main place of activity
was proposed by the United Kingdom delegation, which nevertheless
su.ggeateli'~he application of the national.:lew whic;h_..t.h.)'9'.ortrcnto~t
iudtrewOll1d a"Dpl:~. One delegation spoke out against this prop-
osal on the grounds that the determination of which legislation
was applicable would be fraught with uncertainty, a~ the legis-
lation which the judge would apply was interpreted as comprisiJ;:l-g
provisions under international private law.

Finally it was observed that. this solution could equally
well be applied to non-contracting countries if the envisaged
rules provided for the application of the legialation of a non-
contracting country or recognised the competence of a court in
such a country.

(c) Fourth solutio~
A fourth solution, which was supported. by the German dele-.

gation, provides that if a person can invoke a final decision
which recognises his right to a European patent, he can submit
a new application in respect of the same invention, and be
entitled to the same date of filing or the same priority as in
the case of the previous-application, for the State .designated.
in the previous application in which the .judgement. has ef~~~t,
as well as for the other State~ designated in which the judge-
ment is recognised.

The application filed previouqly' V'lol,udbe deemed to be
withdravm as from the date of filing the new application, ~n
respect of all the states designated in which the judgement has
effect or is recognised. For the other States, the previous
application could.be maintained by the initial applicant and
the grant proceedings continued.

BR/GT 1/119 e/71 son/IDd/ph .../ ...
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16. In theory, this solution would appear to be straightforwaI
and to preclude an;)rinterference in the Contracting States t lee
slation.

Hovrever, certain practical difficulties were pointed out:

(i) it might prove difficult to follow a unitary grant procedu
with two applicants who have just been opposed in a disput

(ii) similar diffiC1)~ties might arise if the second a.pplicant
were recog-.!lisedas having a right limited to a pa:::-tof the
subject matter of the previous application.

The German delegation nevertheless felt that these diffi-
culties could be surmounted by providings as an exception, for
the grant proceedings to be kept separate in such cases.

17. As for the possibility of appl:ring this solution to judge-
ments rendered by courts in cOU!ltries which are not parties to
the Convention, it was observed that the interested party shoulc
obtain recognition in a designated Contracting State

i
before

being c;;,bleto invoke this recognition in that State and the othe
designated States which recognise its judgements. Such a pro-
cedure is in fact less complicated than it might seem, for, at
least as far as all the E3C I:IemberStates are concerned, bound
as they are by a Convention providing for mutual recognition
of civil judgements, it would suffice to secure recog.!litionof
the judgement in anyone of them.

BR/GT I/119 e/71 soniRM/ph . .. 1...
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18. One delegation raised another possible solution: when-
ever a dispute concerning the applicant's right to obtain a
patent was brought before it, the European Patent Office
would refer the case to the competent na,tional court de-
termined by the relevant rules of reference procedure,to
be laid down in the Convention, and would suspend the grant
proceedings.

19. Besides seeking solutions as summarised above "some
delegations put fOTVvardgeneral observations on the question.

One remark was to the effect that the number of cases of
the right to the grant of a patent being challenged, which
were likely to lead to a final decision during the stage of
the patent gra-Yltproceedings, should not be overestimated,
because of the time factor.

The Working Party was of the op~n~on nevertheless that
a stipulation to this effect was necessary 'in the Convention.

It was further observed that in the context of the
second Conventio.~ a homogeneous solution would have to be
fO'U..1'ldwith regard to the rights which should be accorded
to the'pers~n entitl~d vi'S-a.-vi~'~ un~ntitl~d proprietor

.. 0.. • ..•. • ."'of a C.ommunity patent. Even if this solution to the
questi;n" of"'E~opean patent applications could'be tre.nsposed
to the States which will be parties to the second Convention
,(EEC States, and probably the States which have applied
fo! membership of the European Co~~unities), the problem
,would remain unchanged in cases where other Contracting
States to-the first Convention were also designated in the
applica tion.

BR/GT r/119 e/71 son/K]1/pmg ... 1...
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20. The Chairman concluded from this exchange of views
that the Working Party appeared to favour a solution on
the lines of the third one set forth above.

(B) EXTENT OF THE RIGHTS TO BE ACCORDED TO A PERgm
ACKNOWLEDGED AS ENTITLED TO THE GRAnT OF A EUROPEAN
PATENT

21. If it is assumed that the problem of the rules
governing the right to the gra."Yltof a Ev.ropea."Ylpatent
can be settled in Article 15, paragraph 1, of the Con-
vention, the question arises as to the rights to be
accorded to a person aCknowlGdged as entitled to this
right. This problem arises :

(a) at the stage of ~ant proceedings,
(b) at the stage of opposition proceedings,
(c) in the event of revocation proceedings-against

a patent that has been granted.

(a) Extent of the rights to be accorded to 2. person
ecknowledged as entitled to the grant of a ElITopean
atent durin ant ~roceedings where the a lication

has been made-ty a ~erSOl1 not entitled to appl;r
(Article 16)

22. At present the only right held by the person entitled
to apply by virtue of Article 16 is that of filiTl.Q."a new
app~icA.tion, the original application being deemed thence-
forth to nave been withdravm. (The question of whether
the new application will Cover all the States designated
in the former one or only those in which the judgment will
have force of law or be recognised, depends upon the
solution to be found to the problem raised under point (A)
above.

BR/GT I/119 e/71 ett/KM/pmg ... 1....
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The Warkin~ Party prapased' to.examine at a later date
the passibility, requested by several delegatians, af
gr~~ting further rights to.the person acknawledged as
entitled to.apply, in particular, the right.af resumin,g a
fO'l"'1TlAr.Finnlicatianan his awn behalf and that af.requiring
that an applicatian alre?-dy filed by a persan nat entitled
to.do.sa, be reiected.

(b) Extent af the J;'ightsto.be accorded to a persan
acknawledged as entitled to.abtain a EtITapean patent,
during app~sitian praceedings, in the case af a patent
being granted to.a persan nat entitled thereto..
(Article 101a)

23. The Warking Party maoted the passibility af inserting
in Article 101'a, among the graunds far appasition, a new

. .ground cancerning misapprapriatian af the inventian. It
was painted aut t~.atno.pravision cauld be made far such
a case'. since the Eurapean Patent Office cauld anly give
ruling~ an oppasi tiaIl proceedings an grau.."1ds.relating to the
patentability af .inventians. To. intraduce graunds based an

.' . - ," '. .misapprapriation would.have'the effect of requiring the
Eurapean Patent Office to.give rulings cancerning the owner-

!

ship af inventians, with all the disadvantages andab-
jectians that this wauld entail, as was mentioned in resp,ect

- .af grant praceedings. Furthermare, any decisians taken
an such a paint wauld bear the risk af nat being valid in all
the designated stafes, and this wauld be c.antrary to.the
principle af the unit?ry nature af appasitian praceedings.-

24.
. .. . .

Certain delegatians wande~ed whether~t wauld nat be
passible to.extend the solutian to.be adaptea far Article
16 to.cover the stageaf appasitian praceedings. Twa
possi'ble formulae were mentioned in this connectian:

BR/GT 11119 e/71 ett/IaI'I/pmg .... 1...
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(i) Where a person invokes a final decision before the
European Patent Office during opposition proceedings,
that person takes the place of the proprietor of the
patent until the conclusion of proceedings, with
effect in all the States designated, or, as the case
may be, with effect solely in those States in which
the judgment is recognised.

(ii) The European Patent Office could, if the question
were raised before it, be empowered to suspend
opposition proceedings pending a decision by the com-
petent national court or tribunal.

(c) Advisability of making provision for misappropriation
of the right to the grant of a European patent to be
deemed as providing grounds fo~e revocation of a
patent already granted. (Article 133)

25. The Working Party examined the advisability, or
otherwise, of making provision' in Article 133 of the
Convention for misappropriation of the right to the grant
of a European patent to be deemed to provide an additional
ground for revocation.

In the absence of a mention of any such grounds in the
Convention, the victim of misappropriation of this right,
may obtain froo a national court or tribunal acknowledgement
of his right and consequently, following the grant of
the patent, may have the patent assigned to him; he
cannot, on the other hcUld, open judicial proceedings to
obtain the revocation of a European patent on the grounds
that the proprietor was not entitled to be grrolted it.
Consequently, the interested party could not obtain a
declaration revoking the patent with effect ex-tunc.

BR/GT 1/119 e/71 ett/~J/pmg ... 1...
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Certain delegations, without underestimating the im-
portance of this point, argued that on a practical level,
the consequences of the absence of such a ground for re-
vocation from the Convention would be 'relati",?"elylimited, in
view of the national channels for obtaining recognitiqn of
the right to the patent, open to the person entitled; who could
then renounce this right in such a way that the invention would - ,
from that moment become public property.

The Working Party did not at this stage reach any..con-
elusions on the problem.

II

Ee. Article 63, No.1 (Procedure for letters rogatory)

The WorkingParty'agreed in principle. to a proposal
from the French ~~d United Kingdom delegations to replace
the reference in paragraph 3 of this Article by the full
text of those of the Articles of the Eague Convention on
Civil Proceedings ~'whichrefer to'letters rogatory.

However, since the Hague Convention of 1 March 1954
.onCivil Pr'oceedirigsto which' the Article under examination
refers was revised by the Hague Convention on the 'Taking
of Ev.idence Abroad in'Civil or Commercial Matters, 'c'oncluded
on 18 March 1970, the Working Party considered that it
would be appropriate to .include the text of.the pro.visions.
relating to letters rogatory in their most recent version •

BR/GT I/11ge/71 ght/KM/pmg ..' .~/...
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The Working Party instructed the Secretariat to
.circulate the relevant Articles of the 1970 Hague Convention;
these Articles are reproduced in Annex I to this Note. It
agreed to continue examining the question at its October
meeting.

III

Article 136 (Investigations)

27. . The Working Party received two proposals, one .from
the French delegation (BR/GT I/115/71, Annex I, pages
20 to 22), and the other from the German delegation
(BR/GT I/114/71, pages 5 and 6).

The Working Party concentrated upon disoussing the
second proposal, which would involve a considerable
change to the whole Article.

28. .As regaz:lsparagraph 1, the Working Party took the
following decisions:,

(a) It.should be possible for evidence to be furnished
,not only at the' instance of the parties but also at,'

that of the European Patent Of.fice.

(b) The list of means of obtaining evidence should be
indicative, not exhaustive.

BR/GT I/119 e/71 ght/KM/pmg ... 1 ....
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(c) Personal examination of the parties, as against their
mere appearance, should constitute a m~ans of obtaining
evidence.

(d) Statements on oath or affirmation 'have been added to
the list.

29. As regards arrangements for examination of the
. '

parties, witnesses and eA~erts, the Working Party came to
the following conclusions:

•.., (a) The European Patent Office ~ay summon the parties,
witnesses' or experts to appear before it to testify,
but should also be empowered, where i~ does not
consider it necessary for those in question to travel

, .
to the Office itself, to re~ue~t, by letters rogatory,
of the'coopetent judicis.l autho'rities' in" the country/ of
residence, that they hear the evi~ence, where appro-
priate, on oath.

(b) The parties, witnesses or experts summoned before the
European Patent Office should, if "~hey so wish, be
entitled not'to appear before the Office.but to be
heard by' the" judicial authorities in their own country
of resic.ence.

The purpose -of this formula was to avoid ~aving to .
"deal in the Convention with witnesses I right to ,r-efuse
to give evidence; in this respect, national provisfons
would apply.

One delegation pointed out that this solution
would in most cases'mean,that a party would have no
opportunity to question witnesses or experts directly, which

. .' .

it would have been able to do in a hearing.before the
European Patent Office.

BRIGT r/119 e/71 ett/KM/prk . ../ ...



- 16 -

(c) The Working Party decided, by majority vote, to delete
paragraph 3 which made provision for the hearing of
witnesses and experts on oath before the European Pater
Office. It was understood- t'hat the Office wouTa have
the right, wherever it thought necessary, to require
that a statement be repeated under oath before the com-
petent national court or tribunal in the country of
residence of the witness or expert.

The Working Party adopted this formula rather than
that involving simple confirmation, given on oath
before the said national court or tribunal, of the
evidence given before the European Patent Office, since
the text of the Hague Convention on the Taking of
Evidence Abroad in Civil and Comnercial Matters did not
make it clear whether such an act, taken in isolation,
might be considered as a judicial act, liable to be the
subject of letters rogatory. (This text is given in

...Annex I).

The United Kingdom delegation expressed a reservation
concerning the formula adopted. For one thing, repetiti
of a statement before a national court or tribunal might
give rise to results different - if only in shades of.
meaning - from the results of a statement made before
the European Patent Office. Furthermore, this formalit,y
seemed in no way useful for the information of the
European Patent Office. The United Kingdom delegation
would, in addition, object in principle to the possibilii
of having evidence confirmed by an oath given subse-
quently.

BR/GT I/119.e/71 ett/KM/prk
... 1...
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(d) In view of the decision referred to u."'lder(b) the Working
Party has decided not to maintain the option hitherto held
by the'3.Europep..nPat(:nt Office to impose a fine. on a
witness or expert who fails to appear after service of a
summons on him. in proper form. The means of coercion to
be er12ployedin the case of a refusal' to appear before the
national courts will be determined by the national law of
the competent court. Paragraph 4 has therefore been
deleted.

(e).In view of the decision referred to under (c), the Working
Party decided by a majority to delete paragraph 5, which
allowed the Contracting states to take penal proceedings
against perjuries before the Europe~~ Patent Office~
Proceedings will be taken against a perjury offence on the
part or a viitness or expert before a national court in. '-.
accordance with the law of the state in:question, without
it being necessary to make provision for this in the
Conven-';;ion.

(f) In view of the peculiarly technical nature of the evidence
involved .in the patent field and .of the risk that ~f too
wide a use is made of the' option of'giving eviden~ebefore
courts simated in the place of residence, the Europea."'l
'Patent Office may find itself obligeg.._to work ,almost_.
exclusively from written documents drawn up by national
judges who may not necessarily be very e},.--periencedin
this field, it was observed that, if the European Patent.
Office considers it appropriate, provision should be made

. 'for'the department of the European Pate.at Office Vi~ich .
requested the hearing, to delegate one of its ~emrers to
take part in the hearing by. the natfonal court,this
member being given full powers to put questions to the
parties, the witnesses or the experts.

BR/GT I/119 e/71 ght/KM/pmg . .. 1...

"



..

'- 18 -

Certain delegations argued, however, that a pro-
vision of this nature would go well beyond what is laid
down in the Hague Convention on the Ta1cing of Evidence
Abroad in Civil and Commercial Matters. This states
that participation by a member of a foreign court is
subject to a declaration of acceptance by the State
in question.

In view of this observation, the Working Party
agreed to re-examine the p,roblem.

(g) As regards parties, witnesses and experts from non-
contracting countries, the Working Party was conscious
that it was not possible to lay down binding formulae
like those adopted for parties, witnesses and experts fre
the Contracting States. However, it appeared that in
practice, a situation of this nature would not cause
real difficulties vis-a-vis investigation by the de-
partments of the European Patent Office. Article 136 sho
be drafted in a manner sufficiently general to enable it
to be applied, where necessary, by the consenting courts
of non-contracting countries •

He. Article 135 t No.1 (Inyestigation by the European Patent
Office)

30. The French delegation proposed that it should be laid
down that when the European Patent Office decid~st:J:.b.ear.the
evidence of parties, witnesses or experts or to inspect
premises, it should take a decision on the means it intends
to employ to do this.

BRIGT 1/119 e/71 ght/KMlpnig ... 1....
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Certain delegatior.s observed that this would introduce
a new and purely formal ele~ent into the proceedings and
would involve a move away from the wording of the corre-
sponding articles of the Rules of Procedure of the Court of
:Justice of the European Communities? upon which the wording
of the provisions had been based.

The Working Party nevertheless decided? by a majority,
to accept the French delegationts proposal.

31. TL8 Working Party decided to make certa{ntextual
!?..rne::.d..::lcntsas a direct result of the amendment to
Article 0 ••• (Re. Article 136, No.1).

The Working Party also agreed to include in this
Article the provisions of Article •••• (Re. Article 145,
No.1) paragraph 1.

Finally, the Working Party figreed to lay down in this
Article that the attention of the party, witnesses or
expert summoned before the European-Patent Office-ought
to be specifically drawn to his right to be heard by the

._ competent judicial authority of -his country.

Re. Article 136, No.4 (Commissioning experts)

32. The Working Party considered that it should be made
clear in the text that this Article applies only to experts
designated by the European Patent Office.

:BR/GT 1/119 e/71 ght/KM/pmg .../ ...
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33. The Working Party did not adopt a proposal made by
the French delegation to the effect that the number of
experts who may be called upon to give opinions (one or'th
and the procedures for drawing up the report in the event
of the expert opinions being given by three members,
should be specified.

34. The Worki~~ Party noted its agreement in principle to
a proposal m~de by the same delegation th~t provision
should be made for the parties to object to an expert. It
nevertheless considered that it was not necessary at that
st~ge to ma~e detailed provisions on this matter in the
Implementing Regulations, and that it should be sufficient
to state the principle in the Implementing Regulations ~~d
let the European Patent Office base its decision onob-
jections to experts on the principles generally recognised
in the Contracting States.

35. In view of the deletion of Article 136, paragraph 3,
the Working Party finally deleted paragraph 2 (c).

Re. Article 136, No.5 (Hearing of witnesses and experts)

36. In view of the solution adopted in Article 136 as
regards oaths, the Working Party noted its agreement on,
the deletion of the part of the first sentence printed in
square brackets and the second sentence, which have become
superfluous.

He. Article 136, No.6 (Payment of,expenses of witnesses and
experts),

37. The Working Party amended the drafting of paragraph 3
of this Article.

BR/GT 1/119 ley/KMlpmg ... 1...
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One delegation raised the problem of the deduction of
amounts paid as..an allowance to witnesses and experts by the
national courts hearing tLem. In reply it was said that the
solution to the pr-oblem ';vouldbe provided in the provisions to
be drav,!l"-l.p for Article '.0 (He. Article 63, No.1), which
would include the content of Article 14 of the Hague Convention
on Taking Evic.ence Abroad in Civil and Commercial Hatters. (cf.
Part II above).

'Re. Artisle 1362 NOo-L (Conservation of evidence)

j. The United Kin.{~domdelef;ation stated theraasons why it
wished. this r-rovisio:nto be deleted. Not only did the possi-
bility 0:; proceeding on request with an investigation before
being ceytai:n that proceedings will in fact be instituted in
the future seem superfluous wherepa tents are concerned, but.,
it could also be used malevolently against the applicant by
interested third parties. (It would for exa~ple be possible
to obtain information in this way that would otherwise have
remained secret. Shou1.d it prove u...~tly necessary to malce
facts known b8fore the opening of opposition proceedings, .the
interested parties may, after the publication of the application,
avail themselves ..of the option of p:cesenting observations to
the European Patent Office, as provided for in Article 87 of
the Convention.

,0. The German delegation proposed that the Article in qu-estion
should be retained, but with an amended paragraph 1, reading
as follows :
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(1) On request~ the European Patent Office may~ without
delays hear oral evidence or conduct inspections, with a view
to conserving evidence of facts liable to affect a decision
which it will probably have to take with regard to an existing
application or a European patent~ where there is reason to fear
that it might subsequently become more difficult or even impo-
ssible to take evidence. The time of such measures to conserve
evidence shall be notified to the applicant in sufficient time
to enable him to be present when such measures are to be taken.

41 • The \'.iorkingParty did not have time to come to a decision
as regards the two afore-mentioned proposals.

o

o 0

42. In conclusion, the Working Party instructed the Drafting
Committee to draw up the provisions that it had examined

f
with

the exception of Article ••• (Re. Article 136, No.7), on the
basis of the decisions taken and to submit to it the result of
its work before the next meeting.

The texts thus drawn up by the Drafting Committee are
contained in Annex II to this note.

IV
Re. Article 145i No.7 (Interruption of proceedings)

43. Regarding the suggestion that proceedings should be interr-
upted in~the event of the death of the professional representati
some de~egations expressed doubts as to the utility of such a
provision~ since, if necessary, the European Patent Office may
extend periods pursuant to 'Article 141.
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However, i view of the very i~portant position occupied,
de facto if not de jure, by representatives in proceedings
before the Europe~ Pa~e~t Office, the Working Party
adopted t~e Ge:.~en rroJ:,ose.l,subject to reconsideration of
its dA':~i.siG;:., ~f r;8'-'c"1.. 1"a, in the light of such observations
as j.:ltc:r.esteo.CiL~1.88 ;::n3.ghtput forward.

The V:0~k:tngParty 'j'las of the opinion that the
scl~.1":;ion3.G.op1::;clshould be a:;)pliedto representatives
without distinction, whether their appointment was compul-
sory or not, in order to preserve equal. treatment between
applj,c2-"1tsof Contracting States and third countries.

7,';}.ilethe :Orp~ftlngCommittee was engaged in its
wor}:. t~1'3 question DrOge as to whether it would not be
.advis,'.blealso to :::l2.ke p::-ovisionfor interruption of the
proceedi~g3 in the event of a representative becoming
legally i~c2p~tle. But such an eventuality might give rise
to practical difficulties in determining' the beginning and
the end of the interraption. The Working Party decided to
hold this que stion OV'3r for examination at its October
1971 meetir:6~ ,:m the bo..sisof a p::-oposal which the German
delegation wns in,iteQ to put forward.

44. As to the other problem raised by the German dele-
gation, nanely whether it was appropriate to refer to "other
judicial proceedings" under paragraph 1(b), side by side
~vith "in the 6lent of ••• '::>eingdeclared bankrupt", the
French and United Kingdom e..elegation'sreoarked that their
respective national laws d~d in fact provide for judicial
proceedings other than those for bankruptcy, "for the
purpose of satisfying all ~heholders of debt claims on
the debtor's estate". Such proceedings night also exist
in the national laws of other States participating in the
Conference.
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After the United Kingdom delegation had moreover stated the
certain non-judicial proceedings known unde.r British law
should also be covered by the provision in question, the
Working Party agreed that this provision should be amended
in such manner that it w0uld adopt as the criterion only
the truly decisive factor, nemely the legal impossibility
for the applicant for or proprietor of a European patent
to continue with proceedings as a result of SOilleaction
taken against his property.

45. The provisional text of this Article drawn up by the
Drafting Committee is contained in Annex III.

I .
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ANNEX I

.~.:. r.ONYE~TIO~ O~ ":EE 7 ..~::~::~
:...~ E'ii.~LNCE ABROAD Il': Ci",'__ -:..•.

. CC:V1MERCIAI. ~f;'"TTERS (~}

, (CQI/dude:' Marth 18, 1970,

The States signatOry to the present Convention.
D.:~irino~" faclliL ••te the lr"".mi,'.un And c:"c:C:.~ti •• " (.i i.en",' ,,;

Request and to further the aCCDmmodation.of the (L~'<:renrmc:thocs
which they use far this purpase,
Desiring to irr.prove mutual judicial ce-aperatian in ci\'ii .or

cemmercial matters,
Have resalvedto cor.clude a Canvention to this effect and h:l.ve

agr~d upan the fallewing provisians:

CHAPTER I - LETTERS .oF REQUEST

Article 1

In civil .0: com:nercial ma:ters a judicialauth0rity of a Can:r:l.ctir:;;
State may, in acca:dance with the provisians of the law efth:i.t St:s.:e,
request the campetent autharity .of another Cantracting S;::-..te,D\'
means .of a Letter of Request, ta .obtain evidence, or to perio:: ••
same other judicial act.
A Letter shall not be used tD.obtain evidence which is not ir.tenL':;'

far use in j-..:Cici•.l ?roceedings, cammenced .orcontemplated,

The ex?ressian 'ot:.er judicial act' daes not cover the sen'ice of .
judicial Gocumet:.s .0: the issuance .ofany pracess by 'which judgments
or 9rders are executed .or enfarced, .or .orders fer pravisianal .or
protective measures,

Article 2

A Centracting State shall designate a Central Autherity which will
undertake te receive Letters of Request coming fram a judicial
authority .of another Cantracting State and tD transmit them ta the
authority cempetent te execute them, Each State shall organiz.: the
Central Autharity in accardance with its ov..n law.
Letters shallbe sent te the Central Autharity .of the State of e,;tecution

witheut being transmitted through any other authority .ofth\t State.

Article 3

A i.etter .of Request shall specify-

11) the autharity requesting its executian and the authority requested
to execute it, if knawn ta the requesting autharity;

b) the names and addresses of the parties ta the praceedings and
their representatives, if any;

() the nature .ofthe preceedings far which the evidence is required,
giving all'necessary informatian in regard thereta;

d) the evidence tDbe .obtained .orother judicial act to be perfarmed.
Where apprapriate, the Letter shall specify, infer alia-

e) the names and addresses .ofthe persans ta be examined;
f) the questians ta be put ta the persens ta be examined .or a stare-

ment .ofthe subject-matter abeut which they are ta be examined;
g) the dacuments .or.otherpraperty, real .or persanal, te be inspected;
b) any requirement that the evidence is te be given en oath ut

:Ufirmatian, and any special ferm to be used;
i) any speci:Umethed or precedure te be fallawed ur.c.er Article 9.

(1) Extract from the text edited by
the Permanent Bureau Itfthe Hague
Conference on 1nternatiGilnal
Private Law - Martinus Nijheff -
The Hagu.e - 1970.
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A Letter may also mention any information necessary for the
application of Article 11.

No legalization or other like formality may be required.

Article 4

A Letter of Request shall be in the language of the authority
requested to execute it or be accompanied by a translation into that
language.

Nevertheless, a Contracting State shall accept a Letter ine:ther
English or French, or a tra"nslationincoone of these languages, unless
it has made the reservation authorized bv Article 33.

A Contracting State which has more than one official language and
cannot, for reasons of internal law, accept Letters in one or these
languages for the u'hole of its territory, shall, by declaration, specify
the language in which the Letter or translation thereof shall be ex-
pressed for execution in the specified parts of its territOry. In case
of failure to comply with this declaration, without justifiable excuse,
the costs of translation into the required language shall be bomeby
the"State of origin.

A Contracting State may, by declaration, specify the language or
languages other than those referred to in the preceding paragraphs,
in which a Letter may be sent to its Central Authority.

Any translation accompanying a Letter shall be certified as correct,
either by a diplomatic officer or consular agent or by a sworn trans-
lator or by any other person so authorized in either State.

.Article 5

If the Central Authority considers that the. request does not
comply with the provisions of the present Conyention, it shall
promptly inform the authority of the State of origin which transmit-
ted the Letter of Request, specifying the objections to the Letter.

Article 6

If the authority to whom a Letter of Request has been transmitted
is not competent to execute it, the Letter shall be sent forthwith to
the authority in the same State which is competent to execute it in
accordance with the provisions of its own law.

Article 7

The requesting authority shall, if it so desires, be informed of the
time when, and the place where, the proceedings will take place, in
o~der that the parties concerned, and their representatives, if any,
may be present. This information shall be sent directly to the parties
or their representatives when the authority of the State of origin so
requests.

Article 8

A Contracring.,State.may declare~that".members of the judicial
personnel' 'of the requesting authority of a.tlother Contracting State
may be present at the execution of a Letter of Request. Prior authori-
zation by the competent authority designated by the declaring State
may be required. '
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Article 9

The judicial auth,-';')' which executes a Letter of Request shall
apply its own la\'! as co thc met nods ;:.nd pro~dures ro be followed.

, Howcyer, it will follow a request of ~he requesting authority that
a special method or ?rocedure be followed, unless thi~ is incom-
paxib;,: ',':'ith the internal law or the State or execution or is impossible
of performance by re2SO:: of its intern.al practice and procedure or by
re2.son of practial di:nculties.
• A Lett~ of ReQuest shall be exe.cuted expeditiousl}',, .

,r-rticle 10

In executing a Letter of Request the requested authority shall
apply the 'appropriate ,mcasures or co:npuision in the instances and
to the same extcm ::;sarc provi(ied 0',' its intcr:-:.:l.ilau' for the execution
of order$ issued by the ;'.:thorities ~f ::5 OWf'. counto:y or of requests
macie by pa:Lie~ in ir!tern~l prcce:ci:ngs.

Ar:ic!e 11

In the execution of a Len.::r of Request the person concerned may
refuse to give evidence :n so f~r 2.S !':': has a privilege or duty to
refuse to give the evicience-

oj ur.c.cr t~.e la,,, of the Sta\:e of execl;.:~on; or
b) under the iaw of the Stz.,::: of origin, and the privilege or duty has

been specified in the Lener, or, at the instance of the requested
authority, hr.s been otherwise con::=ed to that authoricy by the
requesting authority.

A Contracting State may declare that, in addition, it~'ill respect
priviieges and duties e:.Jsting under the lau' of States other than the
State of origin and the Sure of e."teC1.:tion, to the extent specified in
that declAration.

Article 12

The execution of a Let~er of Request may he refused only to the
extent that-

a) in the State of e.-:ecution the execution of the Letter does not fall
within the functions of the judiciary; or

b) the State addressed considers that its sovereignty or security
would be prejudiced thereby.

Execution may not be refus::C! sold;.' on the: ground that under its
in::ernai law the State of execution c:a:ms exclusive jurisciiction over
the subject-matter of the action or that its internal law u'ould not
admit a right of action on it.

Article 13

The documents establishing tl'le execution of the Letter of Request
shall be sene by the requested :.uthority to the requesting authority
by the same channel which was used bv th,: lauer.

In every instance where the Letter ~ not executed in whole or in
part, the requesting authority shall be informed immediately through
the same channel and advis-:d of the t~ons,

Article 14

'. The. execution of the Letter of R:equest shall not give rise to any
reiinbursement of ta:.:es or costs of~n;.' nature.

"
"
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..

Nevertheless, the State of execution has the right to require the
State of ongin tv reimburse the fees paid to e.'Cptrtsand interpreters
,and the costs occasioned by the use of a special procedure requested
by the State of origin under Article 9, paragraph 2.
The rec;uested authority whose law oblig~ the parties themsd\'es

to secure e\"idence, and u'hich is not able itself to execute the Letter,
may, after havi'ng obtained the consent of the requesting authotity,
appoint a sui~able petson to do so. When seeking this consent the
requested authority shall indicate the approxioate costs which,would
result from this procedure. Ihhe requesting authority gi,,'cs its con-
,sc:ntit shall reimburse any costs incurred; without such consent the
kC:l~eJtini ll\l~hQ;,itr ,hill! nQ~be lillble for the ~Ol~',
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ANNEXE I

. '.-. S("''''''TS~TIONS"::~. ~.'O~7-'~":":C:-JDES
:""R • ,L..", .Ur. ~.""£~.1.;;\.:~G".;.::'.c.~ :v__ ~r2 CIViLE au

CO:-''1:,lEP.Ci:"LE

rr.,."cltlt It 18 n/ars 197v}

"
Les Etats sign:aaires .de 1:l. presente Com'emion,
Dcsir:l=".ttaciliter la transmission et I'execution des commIssIons

~og~:oir~s et promouvoir Ie rapptochement des diverses methodes
'iu'iis utiiisent a ces..rtns,
Soucieux cl'accroitre I'emcacite de la coo:-,cration judiciaire mu-

tueIle en matiere civile ou commerciale,
Om resolu de conclure une Convention aces effets et sont

convenus des dispositions suivantes:

CH.\PITRE 1- COl-IMISSIONS ROG."TOIRES

Article premier

Er. matiere civileou commerciaie, l'autorite judic:aire d'un Etat
contract:.=".tpeut, ;;:o::iormeme:l.taux ciis?osirions'de sa legislation,
, ~mar.;::~r?: ;:omm:ssion rogatoire a I'autorite competente ci'un
:tre :C;::.rCc.ritractant de faire tout acte d'instruction, ainsi que
_'autre ••. ctes judiciaires.
Un acre d'insrruction ne peur pas etre cemande pour permettre

aux panies d'obtenir des moyens de pret;ves qui ne soient pas destines
aetre utilises dans une procedure er:gageeou future.
L'e:..•pression «autres actes judiciaires» ne vise ni la signification

ou la notification d'aetes judiciaires, ni'les mesures conservatOires ou
d'execution.

Articie 2

Chaque Etat contraeta:l.tc:.esigneune Autorite centrale qui assume
.. charge de recevoir ies commissions rogatoires emanant d'une
. _torite judiciaire d'un autre Etat contractant et de les transmettre a
l'olutorite competente aux fins d'execution. L'Autorite centrale est
(, :gar.isee selon les modalites prevues par l'Etat requis.
Les commissions rogatoires sont transmises a l'Autorite centrale

~.: l'Etat requis sans intervention d'une autre autorite de cet Etat.

Ankle 3

La commission rogatoire conrient ies indications suivantes:

_) l'autorite requerante et, si possible, l'autorite requise;

,,} I'icientite et l'adresse des panieset, Ie casecheant, de leurs repre-
sentants;

'} la nature et l'objetdel'instance et un expose sommaire des faits;

:'J les "etes d'instruction ou autres actes judiciaires a accomplir.
Le ..;:;secheant, la commission rogatoire contient en outre:

., les nom et adresse des personnes a entendre;
1~les questions a poser aux personnes a enteudre ou les faits sur les-

que!s elles doivent etleentendues;
,.j les )cuments ou autres objets a examiner;
U} k vcmande de recevoir la deposition seus serment ou avec

a.~'.rmationet, Ie cas echeant, I'indication ee la formulea utiliser;
les formes speciales dont l'applicatior. esr demandee conforme-
ment a l'artic1e9.

( 1 ) Extrait du texte edite par 1e Bureau
permanent de la Conference de La Haye
de Droit International Prive
Martinus Nijhoff - La Haye ~ 1970.
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XX OBTEI'TIOI' DES PREl:VES

:.3. CO;r.:O:11SS:;)f •• o::,.:oire menrionne aussi, s'ji V a lieu, les ren-
s. :le~:.;r:~~necc5.ai;es a ;'appiication de I'anicle 1i.
.\uct:.1e iegalisation m fon ••alite analogue ne peut etre exigee.

Articlc 4

J." commISSion rogatoire do it etrc rccli~cc clans la langue ae
:'01l;~Oritere'luise ou accompagnee d'une traduction faite dans cene
langue.
Toutefois,cha'lue Etat corotractant doil accepter la commission

rogatoire redigee en langue fran<;aiseou anglaise, ou accompagnee
d'une tr:tduction dans I'une de ces langues, a moins 'lu'il n'e s'y soit
oppose en faisan: la reserve prevue a I'article 33.
Tout Etat contractant 'lui a plusieurs langues orticieiles ct ne peut,

pour des raisons de droit imerne, accepter ies comrnissio;'.s rogatoires
C::':lS I'une de ces langues pour I'ensemble de son terriroire, doit faire
cv:o:naitre, au moyen d'une declaration, la langue dans laquelle la
c';:':lmission rogaroire doit etre redigee ou traduite en vee de son exe-
c~~;on cans les panies de son :erritoire qu'il a determinees. En cas
c~'inobservation sans justes motifs de I'obligation ciecou!am de certe
Gedaration. les frais de la traduction dans la langue exigee sont a la
charge de I'Etat re'lueram.
Tout Etat comractanr peut, au moyen d'une dec1ara:ion, faire

connaitre la ou les langues autres que celles prevues a;IXalineas pre-
cedems dans les'lueiles la commission rogatoire peut etre adressee a
son Autorite centrale.
Toute traduction annexee a une commission rogatoire doit etre

c;:rtiiiee conforme, soit par un agent diplomatique ou consulaire;
soit pat un traducreur assermenre ou ju.re, soit par toute autre per-
sonne autorisee a cet eifet dans I'un des deux Etats.

Article 5

5i I'AutOrite centrale estime 'lue les dispositions de la Convention
n'ont pas ete respectees, elle en informe immediatement I'autorite de
I'Etat requelanr qui lui a transmis la commission rogatoire, en pre-
cisant les griefs articules. a I'encontre de la ciemande.

Article 6

:Cncas d'incompetence de I;autorite requise, la commission roga-
loire est transmise d'office et sans retard a j'autorite juciiciaire com-
perente du meme Etat suivam les regles etablies par la legislation de
celui-ci.

Article 7

L'autorite requerante est, si elle Ie demande, informee de la date
et du lieu ou il sera pro cede a la mesure sollicitee, ann que les parties
imeressees et, Ie cas echeant, .leurs tepresentants puissent y assister.
Cette communication est adressee direetement auxdites parties ou a,
leurs representanrs, lorsque I'autorite requerante en a fait la demande.

Article 8

Tout ;:::ar contractam peut declarer que des magistrats de l'autorite
:equeran:.: Q'un autre Etat contractant peuyem assister a I'execution
,:;;ne commission rogatoire. Cene mesure peut ctre soumise al'au"
:c:isation prealable de I'autorite competente designee par l'Etat
ccdaranr.
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Article 9

L':l1.:torite;uc>:iaire qui procede 11 I'execution d'une commission
rog~tv;re, a;'ijli'iue les lois de son pays en ce qui concerne les formes
a suine.

7n..ltefois, :: est Gefere 11 la d~-n:'..ndcde I'autorite requerante ten-
d .:' ce S...•'; ~.Jitproccae s••iv:..••' ~Oleforme speci;Je, 11 moins que
cc ne s .i~incC)mp~ible avec la loi de l'Etat requis. ou que son
ap' .~:ionr.c ,oit pas possible, soit C:lraison des usages judiciaires de'
1'1 " rec;uis. so;: de difficuites ;::ratlques.

LA c;olllmi •••• ," r~l) ••fQirQ e,loi~ ~I •.c: l:lo>cc;~tcc J'uq;cnt:c,

Article 10

En executant ]a commission rogatoire, I'autorite requise applique
Ies .m0YCOlSde comrainte appropries et prevus par sa loi interne dans
les cas et dans la meme mesure ou dIe y serait obligee pour I'execution
d'une commission des autorites de l'Etat requis ou d'une demande
formulee a cet elfet par une partie interessee.

Article 11

•• .1 COlr.",ISSlOnrogatoire n'est pas executee pour autant que 130
!'_ ~ :lone qu'e:ie vise invoque une dispense ou une interdiction de
cl"'poser,,:,abiies:
p) sc:~par 130 loi de l'Et:o.trequis; ou
iJ) ';,.t pat 130 ioi de l'Eta: requerantet specifiees dans 130 commission

rogatoire ou, Ie cas echeant, attestees par l'autorite requerante 11 la
cemande de I'autorite requise.

En outre, tout Etat contractant peut declarer qu'il reconnait de
tdles dispenses et interdictions etablies par 130 loi d'autres Etats
que i'Etat requerantet l'Etat requis, dans Ja mesure speciiiee dans
cet:e declaration.

Anicle 12

.':ecu~:onde 130 commission rogatoire ne peut etre refusee que
c.zoos;30 mesure ou:

a) :'cxecution, dans l'Etat requis, ne rentre pas dans les attributions
au pouvoir judiciaire; ou .

b) l'Etat requis 130 juge de nature 11 porter atteinte a sa souverainete ou
11 sa securite.

L'exect::icn ne peut etie refusee pour Ie seul motif que 130 loi de
I'Etat requis revendique une competence judiciaire exclusive dans
I'aF.aire en cause ou ne connait pas de voies de droit repondant a
I'objet de 130 demande ponee devant I'autorite requerante.

Article 13

:"'espieces constatant I'execution de 130 commission rogatoiresont
trar.s;:1isespar I'autorite requise 11 l'autoriterequerante par 130 meme
voie que celie utilisee par cette derniere.

Lorsque 130 commission rogatoire n'est pas executee en tout ou en
partie, l'autorite requerante en est informee immecfu.tement par la.
rneme voie et.les raisons lui en sOnt communiquees.

Article 14

_',:xeC'.;:ion de 130 commission rogatoire ne peut donner lieu au
re~._.)oursementde taxes ou de frais, de quelque nature q~e ce soit.
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Touteiois, :'J;tat requis a ledroil d'exiger de l'Etat requerant Ie
remooursement des indemnites payees aux experts et imerpretes et
des rrais resdtant cie I'application d'une forme speciale demandee par
l'Etat re.,ueram,conformement a ['article 9, alinea 2.

L';lUtorire reGuise, donr 1:1!oi laisse aux parties Ie soin de reunir les
F~t::~\'cs et G:.li n'est pas en mesure d'executerelie-mi:r:.c 1a comrr.:s-
~':iln rO:;J.:0i peut en c:l"),rge: une i'~:,so:;ne h;-\.hiEtee a cet ef:"~..t,
:-,.. "'.'avoir \ ..l:.~nu Ie conse:-:tcmem de i\lutor:tc rec:-.:cramt'. p.n de-

hnr ,e:" .j. l':luroritc:requi$e indi<.;ucIe r.,nnr~nr l1.pprm<l,n.tif
<l.;.~['rai6qUI l~~ulteralenr de ccue inu:rvcnrion. J..: consentement im.
pliGue pour I'aurorire requerante I'oblibation de rembourser ces frais.
A defaur de ce1ui.ci, l'aurorite requerante n' est pas redevable de ces frais.
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Article 136"- -Investigation

(1) In any proceedings before an Examining Division, ,an
Opposition Division or a Board of Appeal, the means of giving
or obtaining evidence, shall Jnclude the following,:

(a) hearing the parties;
(b) requests fo~ information and the production of documents;
(c) hearing the wit~esses;
Cd) opinions by experts;
(e) inspection;
(F)"'~orn statements in writing.

(2) Unchanged from Second Prelimin~ry
Draft Co'tlvetltion
published 19'11

- deleted -

(6) If the European Patent Of!ice considers it necessary .
for ,a party, witness or expert to give evidence orally it shall
either

"., ... : ...•

(a) issue a summons to the person concerned to ~ppear before
it, or

." : - ...~- .
.:_~.-:'>"'./,, ' , . , ." . "' .' ,"" ... "- ":::-i." '-::'.;-"~:.';j'; ".

(b) request;,"i~ accordance with the provisions of 'Article 63, :'
the competent co~t in the country'of res'ide~'ceof the
person concerned to take such evidence.

. ~.. ," .' ;.

BR/GT I/119 e/71 prk ~..I...
;

\,
\

-, ,



- 2 -

Article 136 (continued)

(7) A party, witness or expert who is summoned in accor-
dance with paragraph 6(a) may request the Eu~opean Patent
Office to allow his evidence to be"heard b~T'-a'ccompetent cOl1rt
in his country of residence. On receipt of such a request, or
if there has, been no reply to the summons by the expiry of a :
period fixed by the European Patent Office in the summons, the
European Patent' Offic-e may, in accordance with the provi sions
of Article 63, request the competent court to hear the person
concerned.

(8) If a party, witness or expert gives evidence before
the European Patent Office, the latter may, if it <?onsiders
it advisable for the evidence to be given on oath, request
the competent court in the country of residence of the person
concerned to-re-examine his evidence on oath or affirmation.

(9) When -the European Patent Office ,requests, a competent
court to take evidence, it may request the court to take the
evidence on oath or affirmation and to permit a member of the
department concerned to attend the hearing and question the
party, witness or expert.

~.:'.:: ".' .

"', .:

.... ,'..... "',,".
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Re. Article 435
. No. 1

Investigation by the E'.lropeanPatent Office

Where the European Patent Office considers it necessary ;
to hear' the oral 'evidence of parties, witnesses or experts or.
to carry out an inspection, it shall make a decision to this
end, setting out the inyestigation which it intends to carry
out, relevant facts to be prov-edand the date, time and.place
of the investigation. If oral~evidence:of witnesses and .
experts is requested by a party, the decision of the European
Patent Office shall determine the period:of time within which
the party making the request must make blown to the Office .
the names and addresses of the w1.tnesses and experts whom it
wishes' :.tobe heard.

" -." '. :..
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(1)
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-----------:,<:.:--
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Re. Article 136
No. 3

Summons to.give evidence (1)

(1) A summons, issued to a party, vntness or expert to
give evidence, shall contain an extract frp~ the decision
mentioned in Article ••• (Re.Article 136, NO.1), indicating,
in particular, the date, time and place of the investigation
ordered and stating the facts regarding which witnesses and
experts are.to be heard. A minimum of one month's notice shall
be given unless they agree to a shorter period.

(2) In addition to the information provided for in para-
graph 1, a summons shall contain the.names of the parties to
the proceedings and particulars of the r~ghts which the
witnesses or. experts may invoke under the provisions of Article

(Re. Article 136, No.6).

(3) The summons shail also contain an indication .t~at~
the par~, witness or expert may request to be heard by the

. .•..-

compe~ent court of his country of residence and shall requ~.re
him to inform the European Patent Office within a time limit.
to be fixed by the Office whether he is prepared to appearbefore it.

..... 1...

The Secretariat considered., on re-reading the texts, that
there should be no reference in .paragraph 2 to Article
'" (Re. Article 145, NO.1), paragraph 2, the content of
which, in accordance with the Working Party's decision, ' .
is now contained in this Article. It therefore. seems that '"..'.Article~.•~. (Re •.Article 145, No.1) should be deleted " 'completely. :,,':,>"'.:. _. ' ' __;, .' ,

.' ~.. ';' ~ ..... ".: . , '". . . ," -. .
'\':':~'M.
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Re. Ar':lcle 136
No.4'

Commissioning experts

(1) The European Patent Office shall decide in what
form the report made by an expert whom it appoints shall be
submitted.

(2) The terms of reference of the expert shall include:

(a)
~

Unchanged from First Prelimi-
(b)

naryD!'aft. of the Implementing
( Regulations, published 1971
G' .~!(c) - deleted- E

(d) ~ Unchanged from First Prelimi-
( nary Draft of the Implementing

(e) ( Regulations, published 1971
(3) (

(4) The parties may object to an expert. The depart-
ment of the European Pat~nt Office concerned shall decide on
the objection. In taking this dec,ision, it shall draw upon
the principles of procedural law generally recognised in the
Contracting States.
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Re. Article 136
No. 5

Hearing of parties, witnesses and experts

(1) The parties may attend a preliminary investigation
and may question the.witnesses and experts.

(2) Before a party, witness or expert may be heard, he
shall be informed that he may be required to take an oath and
that perjury may incur sanctions.
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Re. Article 1?2
No.6

Payment of expenses of .witnesses and experts

(1)

(2)

(

~

Unchanged from First Preliminary
Draft of the Implementing
Regulations, published 1971

(3) The Administrative Council shall lay down the details
governing the implementation of the provisions of paragraphs

I

1 and 2 of this Article. Payment of arrlountsdue pursuant to
these paragraphs shall be made by the European Patent Office.

- .,.

. . .'. -, " . .
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He.' Article 14~

No. 1

Summons

- deleted -

. '

,: "," .
...:: ~;".":

.;._~,. _._-,.6. "
. - : ".:, ..

, ..
". ;..; .~..

".; .•...

.:' :.
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Re. Article 145
No.7

Interr~ption of proceedings

AlTI'TEX III

(1) Proceedings before the European Patent Office shall
be interrupted:

(a)
( Unchanged from First Prelimi-
( nary Draft of the Implementing
( Regulations, published 1971

(b) in the event of the applicant for or proprietor of a
Europe~~ patent, as a result of some action taken against
his prcperty being prevented by legal reasons from con-
tinui~g the proceedi~gs before the European Patent Office;

(c) in the event of the death or legal incapacity of the
representative of the applicant for or proprietor of a
European patent.

(2) wnen, in the cases referred to in paragraph 1(a)
and (b), the European Patent Office has been infnrmed of the
identity of the person authorised to continue the proceedings
before the European Patent Offi.ce, the European Patent Cffice
shall notify such person and any interested third party that
the proceedings shall be resumed as from a date to be fixed
by the European Patent Office.

(2a) (new) Paragraph postponed.
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Re. Article 145, No.7 (continued)

(3) The time limits, other than the time limit for making
a request for examination and the time limit for paying the
renewal fees, in force as regards the applicant for or proprietor
of the patent at the date of interruption of proceedings
shall begin again as from the day on which notification under
paragraph 2 has been given. If such notification is given
less than two months before the end of the period within which
the request for examination must be made, the person authorised
under paragraph 2 may request examination up to the end of two
months after such notification ha~ been given.

(4) ~
(

Unchanged from Second
Prelimina!'y Draft Convention
published 1971
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